
November 2007Amendments to the Intellectual Property Law

On 1 November 2007 the main part 
of the Act of 29 June 2007 Amending 
the Intellectual Property Law (Journal 
of Laws 2007 No. 136 item 958 – the 
“Amendment”) came into force.

Significant changes

One goal of the Amendment is to speed up and 
improve the procedures before the Polish Patent 
Office by, among other things:

regulating the recognition in Poland of 
   the effects of international registration 
   of trademarks

making it possible to make filings concerning 
   items of intellectual property, and conduct 
   correspondence with the Patent Office, 
   electronically

streamlining the filing procedures 
   (for example, concerning the time for 
   submitting translations of evidence of priority 
   and declarations concerning prior use).

The Amendment also introduced important 
changes concerning:

criminal sanctions for trading in counterfeit 
   trademarked goods,

the repair clause, and
compulsory licenses for industrial designs.
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The Amendment introduces into the Intellectual 
Property Law the procedure of recognition 
in Poland of the effects of international 
registration of trademarks in compliance 
with the Madrid Agreement Concerning the 
International Registration of Marks (the 
“Agreement”) and Protocol Relating to the 
Agreement.

A foreign business that is the holder under 
an international registration and intends 
to extend the protection of its trademark 
to Poland will be notified by the Polish 
Patent Office, via the Bureau, that the 
international registration of the mark has 
been recognized in Poland, or will be 
notified of the grounds for non-recognition 
of the trademark in Poland. The business will 
be given a period in which to state its position 
on the matter or possibly appoint 
a representative in order to seek protection 
of the trademark before the Polish Patent 
Office. The proceeding will then be conducted 
under Polish law.

Trademarks – more effective protection

Under the previous wording of Art. 305 of 
the Intellectual Property Law, only the initial 
introduction into trade of counterfeit 
trademarked goods was a crime; resale of 
counterfeit goods was legal. This position 
was confirmed by the Polish Supreme Court 
in Resolution I KP 13/05 dated 24 May 2005. 

Under the Amendment, trade in counterfeit 
trademarked goods (including resale of 
counterfeits) is subject to a fine, probation, 
or imprisonment of up to 2 years. 

The Agreement provides that the protection 
in Poland arising out of international registration 
of a trademark by filing with the International 
Bureau of the World Intellectual Property 
Organization (the “Bureau”) is the same as if 
the mark were registered directly in Poland. 
The holder under the international registration 
needs to filed a relevant application as 
a condition for extending this protection to Poland.
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Independent manufacturers will be free to 
produce, for example, automobile components 
like bumpers, side mirrors and headlights, and 
visible components of home appliances.

Another important change concerns the 
possibility of introducing compulsory 
licenses with respect to holders of registered 
industrial designs, in instances set forth in 

Effects of the amendment

The Amendment brings with it significant 
economic impacts: 

it streamlines the procedures for 
   communicating with the Patent Office, 
   which should speed up the review of filings 
   considerably,

 it regulates criminal sanctions for 
   trademark infringement comprehensively, 
   particularly with respect to famous 
   trademarks. Since the Amendment has come 
   into force, any trade in counterfeit goods 
   – even resale – is subject to criminal sanctions,

it regulates the procedure for recognition 
   in Poland of the effects of international 
   registration of trademarks,

in line with the legislative intent, it will 
   probably lead to lower prices for spare parts 
   for automobiles and home appliances.

_______________________

  Some provisions of the Amendment went into force 
   on 31 August 2007.

Changes concerning industrial designs 
– bad news for rightholders

The Amendment restricts the exclusive rights 
of holders of registered industrial designs by 
introducing a “repair clause.” Third parties 
may manufacture, offer, introduce into trade, 
import, export or use visible components of 
a registered industrial design without the 
consent of the holder of the rights to the design. 

the 
Intellectual Property Law.
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