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The case of General Nutrition Investment 
Co v Holland & Barrett Intl1 sheds some 
valuable light on many key issues in 
current trademark licensing practice. In 
this two-part article we will focus on three of 
them. In Part 1, we discuss the background 
to the case and consider the management 
in intra-group reorganisations of registered 
trademarks which are subject to trademark 
licences. We will also look at whether non-
use by the licensee of registrations for historic/
heritage presentations of a house mark which 
are included in the schedule of licensed marks 
on a brand split can erode the licensee’s 
exclusivity under the main house mark. In Part 
2, we will discuss the extent to which common 
marketing channels are compatible with a 
licensee’s rights under a trademark licence 
implementing a brand split (or, conversely, 
amount to a material breach of the licence 
terms).

Background 
The claimant, General Nutrition Investment 
Corporation (“GNIC”), is part of the GNC 
group, the world’s largest retailer of vitamins 
and minerals. Headquartered in the US, the 
GNC group decided in 2003 to exit from 
the UK market. It put its business in the UK, 
comprising a chain of retail outlets operating 
under the GNC mark and some wholesale 
operations, up for sale.

Holland & Barrett was the buyer. It 
perceived the brand image of the GNC mark 
in the UK as focussed on sports nutrition 
(a niche sub-sector in the general health & 
wellness market) and was keen to strengthen 
its presence in that part of the general health & 
wellness market. In contrast, Holland & Barrett 
was known as a general health and wellness 
brand (with no particular focus on sports 
nutrition).      

As part of the acquisition, the GNC 

group entered into an exclusive trademark 
licence agreement with Holland & Barrett 
within the UK (the “licence agreement”). The 
marks exclusively licensed under the licence 
agreement were the GNC and GNC LIVE 
WELL word marks (the “main house marks”) 
and five stylised/device marks (the “auxiliary 

marks”) (together, the “licensed marks”). See 
table 1.

Following its exit from the UK market, the 
GNC group continued to operate the GNC 
business in the rest of the world.

All went well for 10 years. However, by 
2013, the strategy of the GNC group had 
evolved, and it was keen to re-enter the UK 
market. In late 2013, it acquired an online 
sports nutrition retailer that was focussed 
on the UK market and made enquiries into 
acquiring potential retail premises in the UK 
too. However, its operations in the UK were 
hampered as it was unable to use any of the 
licensed marks.

On 5 August 2014, GNIC served a notice 
of termination under the licence agreement 
upon Holland & Barrett. The notice purported 
to terminate the licence agreement with 
immediate effect. Holland & Barrett did not 
accept that the notice was effective, and so 
proceedings2 were commenced. Four further 
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“The auxiliary marks 
were sub-brands  

or historic presentations 
of the house mark, 

which had largely been 
phased out from the  
UK business or never 

used in it.”

TM number Mark Type Filing date Classes

1468996 DW 28/6/1991 05

E183475 WO 01/04/1996 03, 05, 42

2263388 DW 07/03/2001 05

1468832 SW 28/06/1991 05

2101307 SW 29/05/1996 03, 05

Table 1: The auxiliary marks under GNC’s licence agreement with Holland & Barrett.
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notices of termination and/or remedy were 
subsequently served by GNIC in the period up 
to December 2014.

Terms 
The licence agreement was governed by 
English law. Many of its provisions were 
standard. In the usual way, it provided that:
• Use of the licensed marks was limited 

to certain licensed products (“vitamins, 
minerals, nutrition supplements and similar 
products”);

• Use of the licensed marks was limited to 
certain permitted acts (use in retail sale of 
the licensed products (including online and 
by mail order); manufacture, distribution, 
promotion and marketing by or on behalf 
of the licensee; use on retail shop fascias);

• The licensed territory was limited to the UK;
• Sublicensing of the licensed marks without 

consent (other than to group companies, 
distributors and any sub-contractors used 
to manufacture or package the licensed 
products) was prohibited;

• Making alpha-, numeric or graphical 
additions to the licensed marks was 
prohibited, as was use of the licensed marks 
in a derogatory manner, or in a manner 
resulting in a material dilution of the 
licensor’s rights in the licensed marks; and

• Any goodwill resulting from the licensee’s 
use of the licensed marks would accrue to 
the licensor.

While perpetual, the licence agreement was 
not irrevocable. The licensor was entitled to 
terminate the licence agreement in its entirety:
• For material breach, with immediate effect; 

and
• In the event of a non-material breach which 

was, to the extent remediable, not remedied 
within 60 days of a notice from the licensor 
containing full particulars of the breach and 
requiring it to be remedied.

The licensor was also entitled to terminate the 
licence agreement in relation to any of the 
licensed marks which were not used by the 
licensee in respect of the licensed products for 
a continuous period of five years or more (a 
so-called ‘partial termination clause’).

Intra-group reorganisations
The notices of termination were all served by 
GNIC. This appeared at first sight to be the 
same Arizona entity which had entered into 
the licence agreement with Holland & Barrett. 
However, on closer investigation, it turned out 
that the original contracting entity had been 
wound-up following a restructuring of the 
GNC group, in which the licensed marks and 
the benefit of the licence agreement had been 

assigned in writing by the original contracting 
entity to a new group company with an 
identical name (also incorporated in Arizona). 
It was this new entity which served the notices 
of termination.

No notice of the assignment of the benefit 
of the licence agreement (or of the licensed 
marks) had been given by either Arizona entity 
to Holland & Barrett. This being the case, the 
judge found after extensive consideration of 
the relevant authorities in English, Canadian 
and Australian law that:
• the assignment of the benefit of the licence 

agreement was at best equitable (as it did 
not comply with the requirements of a 
statutory legal assignment of a chose in 
action set out in Section 136 Law of Property 
Act 1925); and

• an equitable assignee of the benefit of a 
contract is not able to serve a valid notice of 
termination on the counterparty.

This meant that all five notices of termination 
and/or remedy were ineffective. The 
judge further found that the notices were 
“insufficiently certain to qualify as valid 
notices”.

This was sufficient to dispose of the 
case. This aspect of the case highlights the 
importance of complying scrupulously in 
any intra-group re-organisation with any 
formalities prescribed by the applicable law of 
the licence agreement regarding assignment 
of the benefit of the licence agreement (in 
addition to the formalities relating to the 
service of notices).

Non-use 
The original notice of termination also 
purported to terminate the licence agreement 
in relation to the auxiliary marks, on the basis 
that Holland & Barrett had not used those 
marks for a continuous period of more than 
five years.

By the time of the hearing of the appeal, 
the non-use was common ground. Indeed, the 
evidence showed that none of the auxiliary 
marks had been in use in the GNC UK business 
when it was acquired by Holland & Barrett in 
2003, and that situation had continued. The 
auxiliary marks were sub-brands or historic 
presentations of the house mark, which had 
largely been phased out from the UK business 
or never used in it. 

However, the parties remained in dispute 
over the consequences of such (partial) 
termination.

GNIC argued that it was entitled to re-
start use of the auxiliary marks in the UK on its 
own account, or to license a third party to do 
so, as the purpose of the partial termination 
clause must have been to prevent revocation 

for non-use.
The judge at first instance agreed, 

notwithstanding that such use would cut 
across Holland & Barrett’s continuing exclusive 
licence of the “GNC” word mark and would 
undoubtedly cause confusion in the market.

However, the Court of Appeal reversed 
the first instance decision on this point. It 
confirmed that any use of the auxiliary marks 
by GNIC that would give rise to a likelihood of 
confusion would amount to a breach by GNIC 
of Holland & Barrett’s continuing contractual 
exclusivity under the main house marks. 

Lessons
In an M&A context, trademark licence 
agreements implementing a brand split are 
commonly encountered. They are potentially 
perpetual and should be considered carefully. 
From a licensee’s perspective, termination 
provisions, particularly for non-material breach, 
should not be included lightly. In particular, 
licensees should be wary of partial termination 
clauses unless the licence agreement clearly 
relates to two or more distinct brands where it 
may be appropriate to terminate in respect of 
one distinct brand. 
• Licensors wishing to serve notice of 

termination should take great care with 
drafting and serving that notice. Due 
diligence should be undertaken into the 
chain of title of the underlying IP rights, and 
the benefit of the licence agreement itself, 
in order to ensure that the entity serving the 
notice can and does serve a valid notice.

Footnotes
1.   Holland and Barrett International Ltd v General 

Nutrition Investment Co [2018] EWCA Civ 1586.
2.    General Nutrition Investment Co v Holland and 

Barrett International Ltd [2017] EWHC 746 (Ch).
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